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COMMISSIONER OF PATENTS AND TRADEMARKS 

OFFICE ACTION SUMMARY 

^Responsive to communication(s) filed on (J=fJ^f 

□ This action is FINAL. BroBeC utlon as to the merits l» closed in 

the application to become abandoned. (35 u.s.u. s 
1.136(a). 

Disposition of Claims 



is/are rejected, 
is/are objected to. 



are subject to restriction or election requirement. | 



is/are pending in the application. 

CM - , -r^-^C- is/are withdrawn from consideration. 

□ CtaimO) Z-^-^- r ^ T -77T^n^rWr -^ZZ^e rejected. 

S Ctaimfs) J-t tf-/r t , /gj£&+ *lr2*> __ 

□ Claim(s) _____ ■ ___ 

□ Oaim(s) ; 

Application Papers 

□ Seethe attached Not^^ _ 

□ TT,edrawing<s) filed on is □ approved □ disapproved. 

("I The proposed drawing correction, filed on - 

n The specification is objected to by the Examiner. 

□ me oath or declaration is objected to by the Exam.ner. 

Priority under 35 U.S.C. 9 «9 

□ ^edamentismade^ 

□ M D Some- □ None of the CERTIFIED copies of the priority documents have been 



♦Certified copies not received: 

D AcKnowtedament ^ 
Attachment^) 

$ Notice o1 Reference Crted. PTO-892 

^ Wom^ 

Q interview Summary. PTO-413 

D No ti„ofDraftperson-sPatemOrawir«Review.PTO-948 

n Notice of Informal Patent Application. PTO-152 DRrP c_ 
U -SEE OFFICE ACTION ON THE FOLLOWING PAGES- 

-TOL-328(R«v 3/96) - . ' 
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DETAILED ACTION 

application, all further correspondence regarding tins PP 

1644 , 27 

^^^^^^^^^ 

An Action on the CPA follows. 

Applicant's amendment, filed 3/15/99 (Paper No. 16), is acknowledged. 
Qaimsl.S, 13 and 18 have been amended. 

, . r^A s/10/99 (Paper No. 19), is acknowledged. 
Applicant's amendment, filed 5/10/99 (Paper 
Qaims 1, 8, 13 and 18 have been amended. 

• H ,nder 35 USC § 121 in the parent application, Paper No. 7 between one of 
A restriction was required under 35 UbC § 
the following Groups: a humanize d a 4p7-specific antibodies. 

I. Claims 1-15 M ^^ZZo nucleic acids, vector and host cells. 

* Thk restriction requirement is hereby reiterated. 

Claim 10 has been canceled previously- 

data 1-9. 11-15, 18-20, 23-24 and 27-28 are being acted upon presenuy. 
3 ^o.— ns„ t T W e~ 

Inter view would be granted upon request. 

• h nhotoeraohs have been submitted which fail to comply with 37 CFR 1.84. 
4 Formal drawings and photograpns nave N 7 

pLe see the form PTO-948 previously sent m Paper No. 
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Trademarks should be capitalized or accompanied by the - or • symbol wherever -they appear and be 

their use in any manner which might adversely affect their validity as trademarks. 
Appropriate corrections are required 

« Claims 1-9 18-20 23-24 and 27-28 are rejected under 35 U.S.C. § 112, second paragraph, as being 
t^l i^^Ll^ point out and distinctly claim the subject matter which apphcant regards 

as the invention. 

M Claims 1-9 18-20, 23-24 and 27-28 are indefinite in the recitation of "substantially the same" 
becaus ^metes' and bounds of this phrase is not clear. This "limitation" is a relative phrase : render. die 
Sriefete The term is not defined by the claim, the specification does not prov.de a 
asc^ntg me requisite degree, and one of ordinary skill in the art would not be reasonably apprised of 
Tscope o'f 2 Invention, ft is unclear as to which structural or functional property are bemg rehed 
upon and to what extent. 

m Claims 8 9 11 12 and 28 are indefinite in the recitation of "has the sequence" or "having the 
seaueSe' beci * is unclear whether the transitional phrases "has" and "having" are meant to be open 
S compS or closed (i.e. consisting of). Applicant is required to amend the claims to recite 
standard transitional phrases for clarity. 

C) The applicant is reminded that the amendment must point to a basis in the specification so as not to 
add any new matter. 

7 The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form the basis for 
the rejections under this section made in this Office action: 

A Derson shall be entitled to a patent unless - 

Ve Tme invention was described in a patent granted on an application for patent by another 
fit nThe United States before the invention thereof by the applicant for patent or on an 
international application by another who has fulfilled the requirements of paragraphs ( ) (2), 
and (4) of section 371® of this title before the invention thereof by the applicant for patent. 

8. Claims 1-4, 6, 8-9, 13 and 18 are rejected under ^fj^\ n ^^ 5 ^^ m 

enC °Tn^ ^^Si antibodies appears to have binding specificities encompassed 
b7*e " on the applicant to ^^«£«^ * 

claimed and referenced antibodies/methods. See In^, 195 USPQ 43 0 43 HCC?A l9m i^ 
Marosi 218 USPQ 289, 292-293 (Fed. Or. 1983); In re F.tzperald et al. , 205 USPQ 594 (CCPA WW) 
and Fv parte Phillips . 28 USPQ2d 1302 (BPAI 1993). 
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a is 1 1 S C 5 103(a) as being unpatentable over 
0 Claims 1-9 18-20, 23-24 and 27-28 are rejected ^under 35 U.S.C * ^ 15 1. 6482-6489, 1993) 

HI y for the reasons of record set forth m Paper Nos. 7/12 

r i ri VI 5/99 (Paper No 16), have been fully considered and are not found 
Applicant's arguments, filed 3/15/99 (faper ino. 
convincing essentially for the reasons of record. 

Applicant argues that absent a teaching of the variable region of^*^ 
in vSi is nofobvious. Applicant of interfering with «4 P 7 

immunotherapy, ^, 9 ^ B ^^^t ) ^L^ argues that Queen et al. Descnbe 

— to Act - L 

Applicant further agues in conjunction ^^^^^^^^ 
oased'upon the general ^^^^^Z the prior art neither teaches nor suggests 

zz^^^^^^ Ail antibody nor " partlcular stmcture 

Thisp ro P osUionthat the references fail, 
teachings thereof from serving as evidence* of making it . As pointed m E* 

body of law which holds that a ^^^fSTto is nothing intrinsically wrong in the 
^Gpldgaber, 41 USPQ2d 1173, 1176 < BPAI f 35 US c 103 depending on the particular 

^Methodology in the and the overall logic of the 

facts of the case, the manner and context me application of methodology in 

rejection. Nor does Sell or Deuel issue a blanker P^™J ^ consider ^ method by 

re ecting product claimed defining DNA ^^^^^pJSnd. In determining obviousness, it 
wnich a compound is made in evaluating the obviousness « ™ J composition vis-a-vis the prior 
is appropriate to consider such matters - "^SSSid composition and that of the pru* 
art the structural similarities as well as dlffere " ce ; h ^ in view of the prior art. As noted in 

rt and the presence or absence ^ PJJ™ *J tnfpXlar structure or form of a chemical 
354, F.2d 664, ^.^^^^^J^ under 35 USC 103; but it is not the 

sfSis^^ « — by characterist,cs other ^ 

chemical structure. 

As set forth in the prior art rejections; the ^ nt ~ of mimical 
isolation of an antibody of interest. ^*°?^£^ t Jy are aware that it is composed of 
structure of an antibody (e.g. amino acd "^^J^ ^ ihich code for the particular 
established relatively unchanging array ^^^^^ ^ immunoglobulin probes would have 
immunoglobulin. Importantly, they are also * imerest . For example, one does not need 

'Z abfe to isolate the targeted before cloning, as evidenced by 

to determine the amino acid sequence o a «^Jued upon heavy and light chain probes to identify and 
Queen et al.. Similarly, the instant ^^l^f^nJi has relied upon a commercial lot to 
isolate the claimed antibody species. In fact, it appears mat PP 
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clone Act , (for example, see Example 

isolate AcM at the time the invention ^^^ntLdies having high affinity and complementary 
properties, which relied upon the isolation ^f^^to gen e structure and organization were 
II the a4(J7 specificity ^f 0 ^^ ^ - 0 n 1 made and that strategies for cloning die 
well understood in the art at the ^.^J^^^ we ll established in the art at the time the 
DNAs encoding immunoglobulin va " a ^^^^ 0 f DNA constructs comprising 

claimed invention was made, as wen, mtfhod ^ region , The determinaUon and 

expression vectors containing DNAs encoding ™* J and mech an.sm of such 

W taking the specific sm.cn.res Canned. 

MM ""PT-speciflc antibodies J^J^SSlwL. to antigens of interest could be 
uSulin^^^ 

^rlTSsarlfoirX^Se^p^ 

With respect to hunting AC, itself, appHc*n, ™— S."^ 
1 antibody/hybri'iora was not available to others at th ™ ™" V estigators who made and used the 
LvSve en, ty of the instant application does not recue "V« , g _ ^ ^ 

A«-l antibody as relied upon in the prtor art of recor La* ov» . a. ^ ^ ; _ 
nor the first reference citing the cons.ruct.on of the ^™' > ^ 2 of , he iMtan , s pecif.ca..on as well 

rsr-s^^^" :i ^ fch -- , - , -■ ,,, ■ 

Therefore applicant's reliance upon claiming discrete seouences for me ^ ^-specific 
humS antibSes are also met by the prior art teacnmgs. 

before, ^^^^I^S^^!^^^^ 

humanized a4 P 7 /AcM -specific an<,bod. * 8 li0 „ of SUCCK s in 

apparent that one of ordinary stall ™ *' " ""'"^ ms a whole is prima facie obvious to one of 
££££ ^S^TO2r^. as evidenced by «. references, especrally ,n 
the absence of evidence to the contrary. 

Applicant's arguments are no, persuasive and the rejection is maintained 



10. No claim is allowed. 
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1 1 Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Phillip Gambel whose telephone number is (703) 308-3997. The examiner can normally be 
reached Monday through Thursday from 7:30 am to 6:00 pm. A message may be left on the examiner s 
voice mail service. If attempts to reach the examiner by telephone are unsuccessful, the examiner s 
supervisor, Christina Chan can be reached on (703) 308-3973. Any inquiry of a general nature or relating 
to the status of this application should be directed to the Technology Center 1600 receptionist whose 
telephone number is (703) 308-0196. 

Papers related to this application may be submitted to Technology Center 1600 by facsimile 
transmission. Papers should be faxed to Technology Center 1600 via the PTO Fax Center ^ * 
Crystal Mall 1. The faxing of such papers must conform with the notice P ubhsh ^ Gazette ' 
1096 OG 30 (November 15, 1989). The CM1 Fax Center telephone number is (703) 305-3014. 



Phillip Gambel, PhD. 
Patent Examiner 
Group 1640 

Technology Center 1600 
July 13, 1999 



